
United States Bvtent and Trademark Office 



U N IT ED STAT KS D K I 'A K TM EST OF COAlAl E K CE 
United Stuto:» i'utt;nt iind Trudetxuirk OffifTe 
Address: CONLMlSStONKK OK PATfclNTS AND TRADEMARKS 
Washington. D.C Wztit 



1 APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOC KET NO. 


CONFIRMATION NO. 


09/469,496 




12/22/1999 


BALDOMERO M. OLIVERA 


2314-175 


5034 


6449 7590 


01/30/2003 









ROTHWELL, FIGG, ERNST & MANBECK, P C. 
1425 K STREET, N.W, 
SUITE 800 

WASHINGTON, DC 20005 



EXAMINER 



BUGAiSKY, GABRIELE E 



ART UNIT 



PAPER NLTMBER 



1653 

DATE MAILED: 01/30/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/469,496 



Applicant(s) 



OLIVERA et al. 



Examiner 

Gabriele E. Bugalsky 



Group Art Unit 
1653 




□ Responsive to communication(s) filed on , , . 

□ This action is FINAL. 

□ Since this application Is in condition for allowance except for fomnal matters. prosecution as to the merits is closed 
In accordance with the practice under Ex parte Qu^i^35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3_ month(s). or thirty days, whichever is 

lonqer from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C, § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

H Claim(s) 1-9 



Is/are pending In the applicat 



Of the above, claim(s) , 

□ Claim{s) 

H Ciaim(s) 1-9 

□ Claim(s) 

□ Claims 



_ Is/are withdrawn from consideration 

^ is/are allowed. 

is/are rejected. 

Is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing{s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved CJisapproved. 

□ The specification Is objected to by the Examiner, 

H The oath or declaration Is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement Is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All [3ome* [Sone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) • 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

S Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Inten/iew Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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SEE OFFICE ACTION ON THE FOLLOWING PAGES — 
Office Action Summary 



Part of Paper No. L 



Application/Control Number: 09/469496 Page : 

Art Unit: 1653 

DETAILED ACTION 

The Action mailed 7/19/2000 is hereby vacated and replaced by this Action. A working 
draft was inadvertently mailed. The Examiner regrets any confusion created by receipt of two 
Actions. 

Reissue Applications 

This application is objected to under 37 CFR 1.172(a) as the assignee has not established 
its ownership interest in the patent for which reissue is being requested. An assignee must 
establish its ownership interest in order to support the consent to a reissue application required by 
37 CFR 1. 172(a). The assignee's ownership interest is established by: 

(a) filing in the reissue application evidence of a chain of title fi-om the original owner to 
the assignee, or 

(b) specifying in the record of the reissue application where such evidence is recorded in 
the Office (e.g., reel and frame number, etc.). 

The submission with respect to (a) and (b) to establish ownership must be signed by a 
party authorized to act on behalf of the assignee. See MPEP § 1410.01. 

An appropriate paper satisfying the requirements of 37 CFR 3.73 must be submitted in 
reply to this Office action. 
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The assignment information from Thomas Jurgensen of The Salk Institute for Biological 
Studies has blanks for the recordation of Reel No. and Frames. 

The person who signed the submission establishing ownership interest is not recognized as 
an officer of the assignee, and he/she has not been established as being authorized to act on behalf 
of the assignee. See MPEP § 324. 

It would be acceptable for a person, other than a recognized officer, to execute a 
submission establishing ownership interest, provided the record for the application includes a 
statement that the person is empowered to sign a submission establishing ownership interest 
and/or act on behalf of the organization. 

Accordingly, a new submission establishing ownership interest which includes such a 
statement above, will be considered to be executed by an appropriate official of the assignee. A 
separately filed paper referencing the previously filed submission establishing ownership interest 
and containing a proper empowerment statement would also be acceptable. 

The title of Marjorie Hunter as "Senior Licensing Manager" is not recognized as 
as a title being empowered to act on behalf of assignee, and the Statement under 37 CFR 3.73 
does not include the clause indicating that Ms. Hunter is "empowered to act on behalf of 
assignee". 
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The original patent, or an affidavit or declaration as to loss or inaccessibility of the original 
patent, must be received before this reissue application can be allowed. See 37 CFR 1 . 178. 

Applicant is reminded of the continuing obligation under 37 CFR 1 .56 to timely apprise 
the Office of any litigation information, or other prior or concurrent proceeding, involving Patent 
No. 5,700778 , which is material to patentability of the claims under consideration in this reissue 
application. This obligation rests with each individual associated with the filing and prosecution 
of this application for reissue. See MPEP §§ 1404, 1442.01 and 1442.04. 

This application contains sequence disclosures that are encompassed by the definitions for 
nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CFR 1.821 through 1.825 as no CRF 
has been submitted for this application number. This apphcation is a reissue of 08/458,499, which 
is in compliance with 37C.F.R. 1.821-1.825. Applicant may make reference to the other 
application and computer readable form therein in lieu of filing a duplicate computer readable 
form in the instant application. In order to set up a CRF using the information of the parent 
application, a letter must be submitted requesting use of the previously filed sequence 
information. The letter must completely identify the other application, by application number, and 
the computer readable form, by indicating whether it was the only computer readable form filed in 
that apphcation or whether it was the second, or subsequent, computer readable form filed. 
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The reissue oath/declaration filed with this application is defective because it fails to 
contain the statement required under 37 CFR 1.175(a)(1) as to applicant's belief that the original 
patent is wholly or partly inoperative or invalid. See 37 CFR 1. 175(a)(1) and see MPEP § 1414, 

The reissue oath/declaration filed with this application is defective (see 37 CFR 1. 175 and 
MPEP § 1414) because of the following: the above stated deficiencies in the Consent of the 
Assignee make the declaration defective under 35 USC § 251. 

Claims 1- 9 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion above in this 
Office action. 

Conclusion 

No claims are allowed. 

Applicants have indeed claimed less than they were entitled to claim in the issued patent. 
Specifically, the specification supports a claim wherein the J-004 peptide (SEQ ED NO: 13) is 
glycosylated at Thr^o (see column 3, line 56). It is stated in column 17, lines 26-31 that the native 
J004 conotoxin has a carbohydrate at Thrjo, which appears to increase bioactivity of the peptide. 
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No claim directed to glycosylation of SEQ ID NO: 13 at Thrio was presented during prosecution 
of the parent application. 



The information disclosure statement of 8/23/2000 is acknowledged. Those references 
that have been crossed out are already of record, as they were cited on the PTO-892 mailed with 
the previous Action. 



Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Gabriele E. Bugaisky, Ph.D. whose telephone number is (703) 308-4201. 
The Examiner can normally be reached from 7:30 AM to 1 :30 PM on weekdays. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Christopher S. F. Low, can be reached at (703) 308-2923. 

Papers related to this application may be submitted by facsimile transmission. Papers 
should be faxed to Technology Center 1600 via the PTO Fax Center located in Crystal Mall 1 . 
The faxing of such papers must conform with the notice published in the Official Gazette, 1096 
OG 30 (November 15, 1989). The Fax Center number is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Technology Center receptionist whose telephone number is (703) 308-0196. 




February 22, 2001 



